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DECI SI ON AND ORDER

WLLIAME. SMTH, United States District Judge

Plaintiffs Uniloc USA, Inc. and Uniloc Singapore Private
Limted (collectively referred to as “Uniloc”) have filed this
pat ent i nfringenment action against M crosof t Cor por ati on
(“Mcrosoft”) for allegedly infringing Uniloc’s United States
Pat ent Nunber 5, 490, 216 (“the ‘216 Patent”). 1In general terns, the
‘216 Patent provides a system for software registration that is
directed towards reducing the unauthorized use of software by
allowing “digital data or software to run in a use node on a
[computer] platform if and only if an appropriate 1licensing
procedure has been followed.” ‘216 Patent, col. 2, Il. 53-55.

So that the issues in this litigation nmay be properly franed
before notions for summary judgnent are filed, the parties have
submtted a joint designation of 24 patent claim terns to be

construed by the Court. See Dkt. Entry No. 133. After extensive



briefing, a technical tutorial, and a Markman hearing, see Markman

v. Westview Instrunents, Inc., 52 F.3d 967 (Fed. G r. 1995), this

deci sion provides the Court’s construction of the claimterns and
phrases disputed by the parties.

| . Cl ai m Construction Principles

“I't is a bedrock principle of patent law that the clains of a
patent define the invention to which the patentee is entitled the

right to exclude.” | nnova/ Pure Water, Inc. v. Safari Water

Filtration Sys., lInc., 381 F.3d 1111, 1115 (Fed. G r. 2004).

Patent infringenment analysis consists of tw steps: first, the
court must determne the correct neaning and scope of the patent
clains; second, the court nust conpare the correctly construed

claims to the allegedly infringing device. See Playtex Prods.

Inc. v. Proctor & Ganble Co., 400 F.3d 901, 905-06 (Fed. Cr.

2005). Claim construction presents a question of law to be

determ ned by a judge. See Pfizer, Inc. v. Teva Pharnms. USA Inc.,

429 F. 3d 1364, 1373 (Fed. G r. 2005). 1In construing claimterns,
district courts are to give claim terns “their ordinary and
customary neaning,” which is the neaning the terns “would have to
a person of ordinary skill in the art in question at the tine of

the invention.” Phillips v. AWH Corp., 415 F.3d 1303, 1312-13

(Fed. Cir. 2005). “In sone cases, the ordinary neaning of claim
| anguage as understood by a person of skill in the art may be

readi |y apparent even to | ay judges, and cl ai mconstruction in such



cases involves little nore than the application of the wdely
accepted neani ng of commonly understood words.” 1d. at 1314. On
such occasi ons, general purpose dictionaries may assist the court
in ascertaining the correct construction of the clains. |1d.

On the other hand, in a situation, where the claimterns are
not so readily susceptible to interpretation, Phillips outlines
what sources the district court may consider and gi ves gui dance as
to how much weight to give a particular source. First and
forenpst, the intrinsic record, which consists of the clains
t hensel ves, the remainder of the specification,! and, where
rel evant, the prosecution history,? provides the best guidance as
to a clains neaning. Id. at 1313-15. Among the sources of

intrinsic evidence, Phillips places primary inportance on the

! A patent specification is defined in 35 US C § 112 as
fol |l ows:

The specification shall contain a witten
description of the invention, and of the manner and
process of making and using it, in such full, clear,

conci se, and exact terns as to enable any person skilled
inthe art towhich it pertains, or with whichit is nost
nearly connected, to make and use the sane, and shall set
forth the best nopde contenplated by the inventor of
carrying out his invention.

The specification shall conclude with one or nore
clainms particularly pointing out and distinctly claimng
the subject matter which the applicant regards as his
i nvention.

2 The prosecution history “consists of the conplete record of
t he proceedi ngs before the PTO [the Patent and Trademark O fi ce]
and includes the prior art cited during the exam nation of the
patent.” Phillips at 1317.



clains thenselves and the specification because the context in
which a termis used in the asserted claimand the use of the term
in other clainms can be “highly instructive.” 1d. at 1314. Thus,
the specification “is the single best guide to the neaning of a
di sputed term” 1d. at 1315. Indeed, it is “entirely appropriate
for a court, when conducting claimconstruction, torely heavily on

the witten description for guidance as to the neaning of the

clains.” 1d. at 1317. Nonetheless, Phillips warned of “the danger
of reading limtations fromthe specificationintothe claim” 1d.
at 1323. In other words, the Court “nust use the witten

description for enlightennent and not toread alimtation fromthe
specification.” Playtex, 400 F.3d at 906.

Al t hough generally not as useful in construing a claimas the
specification, the court may consider the prosecution history if it
is in evidence. Like the specification, the prosecution history
“can often inform the neaning of the claim |anguage by
denonstrating howthe i nvent or understood t he i nventi on and whet her
the inventor limted the invention in the course of prosecution,
meking the claim scope narrower than it would otherwi se be.”

Phillips at 1317; see also Chime v. PPG Indus., Inc., 402 F.3d

1371, 1384 (Fed. Cr. 2005) (“The purpose of consulting the
prosecution history in construing a claim is to exclude any
interpretation that was di sclainmed during prosecution.”) (internal

quotations and citation omtted). Trial courts must renenber,



however, that because the prosecution history “represents an

ongoi ng negoti ati on between the PTO and the applicant,” it is |less
useful for claim construction purposes. Phillips, 415 F.3d at
1317.

Additionally, extrinsic evidence, such as dictionaries,
treati ses, and expert testinony, may provide guidance in certain
ci rcunst ances, but these sources shoul d be used with sone degree of
caution. Specifically, technical dictionaries are helpful to the
extent that they assist a court to “better wunderstand the
under |l yi ng technol ogy and the way in which one of skill in the art
m ght use the claimterns.” 1d. at 1318. Expert testinony is also
val uable for providing background on the technology at issue,
expl ai ni ng how an i nventi on works, or describing a distinctive use
of atermin a particular field. However, neither dictionaries nor
expert testinony are entirely reliable sources for «claim
interpretation for a variety of reasons. Phillips opined, for
exanpl e, that expert testinony, which is “generated at the tine of
and for the purpose of litigation,” is “less reliable” than the
patent itself in defining claimternms. 1d. at 1318. Therefore,
expert testinmony should be rejected when it “is clearly at odds
with the claim construction nmandated by the clains thenselves.”
Id.

Utimately, there is no magic formula for conducting claim

construction when the ordinary neaning of the disputed terns as



under stood by a person of skill in the art is not readily apparent.
Id. at 1324. The Court should concentrate on giving appropriate
wei ght to each “source in light of the statutes and policies that
inform patent |aw” Id. This equates to attaching the nost
significance to the clains and the specification, followed by the
prosecution history, and finally by extrinsic sources. 1d.

In addition to these general principles, the Court notes that
under 35 U.S.C. 8 112, 1 6, a “neans-plus-function” claimrequires
a nore particular interpretative approach. Specifically, a “nmeans-
pl us-function” claim“shall be construed to cover the correspondi ng

structure, material, or acts described in the specification and

equi val ents thereof.” 35 USC § 112, | 6. Thi s approach
“restrict[s] a functional claim element's broad literal
| anguage . . . to those neans that are ‘equivalent’ to the actual
means shown in the patent specification.” A -Site Corp. v. VSI
Int'l, Inc., 174 F.3d 1308, 1320 (Fed. Gr. 1999). The Federa

Crcuit “has established a framework for determ ning whether the
el ements of a claiminvoke neans-plus-function treatnent.” Mcro

Chem, Inc. v. Geat Plains Chem Co., Inc., 194 F.3d 1250, 1257

(Fed. GCr. 1999). If the word “nmeans” appears in a claimelenent
in association with a function, there is a presunption that 8§ 112,
1 6, applies. This presunption collapses, however, if the claim
itself recites sufficient structure, material, or acts to perform

the clainmed function. Wthout the term“neans,” a claimelenent is



presuned to fall outside neans-plus-function strictures. Once
again, however, that presunption can collapse when an el enent
| acking the term “neans” nonetheless relies on functional terns
rather than structure or material to describe performance of the
clainmed function. [1d.

The construction of a neans-plus-function claimis a two-step
process: first, the function nust be determ ned; then, the
correspondi ng structure as described in the specification nust be

identified. See JWNEnters., Inc. v. Interact Accessories, Inc.,

424 F. 3d 1324, 1330 (Fed. Cr. 2005). In determ ning the function,
“[t]he court nust construe the function of a nmeans-plus-function
[imtation to include the limtations contained in the claim
| anguage, and only those |[imtations. It is inproper to narrowthe
scope of the function beyond the clai m | anguage. It is equally
i nproper to broaden the scope of the clainmed function by ignoring
clear imtations in the claimlanguage. Odinary principles of
cl ai mconstruction govern interpretation of the clai mlanguage used

to describe the function.” Cardi ac Pacenmakers, Inc. v. St. Jude

Med., Inc., 296 F.3d 1106, 1113 (Fed. Gir. 2002) (internal

citations omtted). Turning to the second step, a structure in the
specification is a “corresponding structure” if “the specification
or prosecution history clearly links or associates that structure

to the function recited in the claim?” Medtronic, Inc., V.

Advanced Cardi ovascular Sys., Inc., 248 F. 3d 1303, 1311 (Fed. Gr




2001) .

Having set forth the guiding claimconstruction principles,
the Court now turns to the various disputed claimterns in this
case as set forth by the parties in their joint designation of
claimternms to be construed. See Dkt. Entry No. 133.

1. Di sputed Claim Terns

Intrue gladiatorial spirit reflecting the high stakes inthis
fight, the parties nmanage to disagree on the construction of no
| ess than 24 claimterns, with the parties battling nore vigorously
over the construction of sone terns than others. Considering the
breadth and nunber of claimterns to be construed, for ease of
di scussion, this Court has adopted the structure of Mcrosoft’s
claim construction brief and grouped the claim ternms into the
followng five categories: (1) licensee unique ID and its
generation; (2) nodes/node switching neans; (3) user interaction
requirenents; (4) claim 12 and its dependent clains; and (5)

pl at f orm uni que I D generating neans.



A

Li censee

unique ID and its generation

Claim Terms

Uniloc’'s
proposed
construction

M crosoft’s
proposed
construction

Court’'s

construction

1. Licensee unique
I D/ Security key

2. Registration ke

3. Enabling key

A uni que
identifier
associated with
y a licensee

A one of a kind
(i.e. unique)
identifier that
is entirely the
product of data
about the user,
not the platform
gener at ed
locally, and that
is not the
product of either
(1) data added
before delivery
of the software
to the local
|l ocation for
(such as a
sequence of
characters
provi ded by the
sof t ware vendor,
for exanple, on a
printed | abel
acconmpanyi ng the
software), or (2)
dat a added
subsequently from
a renmote | ocation
(such as fromthe
sof tware vendor),
and where the
uni queness of
identifier is
provi ded entirely
by the end user
in the course of
supplying his or
her own
identifying user
details

use

t he

A uni que
identifier
associated with
a licensee

Initially,

agreed that these three terns shoul d be construed synonynously.

June 9, 2006,

the Court notes that the parties

the parties

filed a

J oi nt

have not

subm ssi on

entirely
On
in which



M crosoft stated the terns were synonynous, while Uniloc took the
cautious position that the terns should only be treated
synonynously under Uniloc’s proposed construction. Because the
Court ultimately does not construe these terns to include the
limtations set forth by Mcrosoft, these terns are treated
synonynously and references in this decision to the term®“licensee
uni que | D’ shoul d be understood to al so include the ternms “security
key,” “registration key,” and “enabling key.”

Uniloc’s construction is relatively straightforward, but
attacked by Mcrosoft as “fatally anbiguous” and “conpletely
unsupported by anything in either the intrinsic or extrinsic
record.” 1In response, Uniloc argues that Mcrosoft’s construction
inproperly attenpts toread in a host of |imtations and “transform
these sinple two and three-word claimlimtations into a 104-word
tongue twister.” This energetic first battle highlights three main
poi nts of disagreenent: (1) the neani ng of unique; (2) whether the
i censee uni que | D may be based upon vendor information (such as a
product nunber provided on the vendor | abel of a conpact disc); and
(3) whether the |licensee unique |ID nmust be based upon prospective
user information (such as nanme, address, credit card nunber), and

not platforminformation (such as the current tinme on the conputer

systen).

10



1. Unique

As the first part of its proposed construction, Mcrosoft,
relying upon a dictionary definition of the word “uni que,”?® takes
t he position that the uni queness of the identifier nust be “one-of -
a-kind,” sonmewhat akin to DNA uniqueness. The Court finds,
however, that this proposed construction is inconsistent wwth the
| anguage of the ‘216 Patent itself. The ‘216 Patent clearly
contenplates that the licensee unique ID will consist of varying
| evel s of uni queness that are whol |y dependent upon the i nputs used
to formulate the |icensee unique ID. For exanple, the ‘216 Patent
st at es:

The al gorithmprovides a regi strati on nunber whi ch can be

“unique” if the details provided by the intending

| icenses upon which the algorithmrelies when executed

upon the platformare thensel ves “uni que”.
‘216 Patent, Abstract. Moreover, the 216 Patent provides:

In any event, in particular preferred fornms, a

serial nunber (see further on) is included in the

regi stration nunber generation al gorithmwhichintroduces

an additional |evel of uniqueness into the registration

nunber cal cul ati on process.

Id. at col. 6, Il. 23-26

® Mcrosoft relies upon The American Heritage Dictionary of
the English Language, Fourth Edition which provides in relevant
part:

unique (adj.) 1. Being the only one of its kind: the
uni que existing exanple of Donne’s handwiting. 2.
Wthout an equal or equivalent; unparalleled. 3a.
Characteristic of a particular category, condition, or
| ocality: a problemunique to coastal areas. b. Infornma
Unusual ; extraordinary: spoke with a unique accent.

11



Thus, as Mcrosoft «correctly recognizes in its claim
construction brief, “the ‘216 patent suggests that ‘unique is a
relative terni.]” To construe the word unique to nean no
possibility of duplication would sinply be inconsistent with the
speci fication.

2. Vendor and | nformati on

The parties next di spute whether the |icensee unique | D may be
derived from vendor information. This dispute arises because
M crosoft’s proposed construction is prem sed upon the argunent
t hat during the prosecution, Uniloc affirmatively and categorically
di sclai mred the use of any information fromthe software vendor to
generate the |licensee unique |D

In resolving this issue, the Court first turns to the | anguage
of the 216 Patent and notes that there is no language in the
claims, or anywhere in the specification for that matter,
prohi biting the use of vendor information to create the |icensee
uni que I D. To the contrary, the Court finds |anguage in the
speci fication supporting the notion that vendor information may
indeed be an input to creating the licensee unique 1D For
instance, figure 4 of the ‘216 Patent, which is discussed in the
context of the third enbodi ment, contenplates that a “PRODUCT NO. ~
may be used in the generation of the registration nunber.
Moreover, in the sixth enbodinent, the ‘216 Patent provides:

The algorithm in this enbodinent, conbines by
addition the serial nunber 50 with the software product

12



nane 64 and custoner information 65 and previous user
identification 22 to provide registration nunber 66.

‘216 Patent, col. 11, Il. 53-56 (enphasis added). The sixth
enbodi nrent also references figure 9, which contenplates that a
“PRODUCT NAME’ may be one of the nunbers used in the creation of a
regi stration nunber. Finally, the seventh enbodinent, which
references figure 10, provides:
Additionally, product information P derived from
nedia 82 (typically via platform 83) or else via the
internediary of the user (signified by the small man

synbol) is provided to encoder/decoder 84 and to summer
85.

*x * * % %

Summer 85 acts as a local |l|icensee unique 1D
generating nmeans by conbining, by addition, custoner
information C, product information P and serial nunber S
in order to provide a local licensee unique ID here
desi gnated Y.

Id. at col. 12, Il. 54-57, 61-64 (enphases added).

Consi deration of the prosecution history does not change this
resul t. It is well established that “[t]he prosecution history
limts the interpretation of claim terns so as to exclude any
interpretation that was di scl ai ned during prosecution.” Southwal l

Techs., Inc. v. Cardinal 1G Co., 54 F.3d 1570, 1576 (Fed. Gr.

1995). It nust al so be renenbered, however, that the prosecution
hi story represents a di al ogue between the PTO and t he i nventor and
thus, often lacks the clarity and useful ness of the specification.

See Phillips, 415 F.3d at 1317. Because of these concerns, and to

bal ance the i nportance of public notice and the right of patentees

13



to seek broad coverage, the Federal Circuit has “consistently
rejected prosecution statenments too vague or anbi guous to qualify

as a di savowal of claimscope.” Orega Eng’' g, Inc. v. Raytek Corp.

334 F.3d 1314, 1325 (Fed. Gr. 2003). “Consequently, for
prosecution disclainmer to attach, [the Federal G rcuit] requires
that the alleged disavowing actions or statenents made during
prosecution be both clear and unm stakable.” 1d. at 1325-26.

M crosoft first asserts that applicant disclainmd the use of
vendor information by pointing to the foll ow ng statenents:

It is inherent in the systemof the present application,
as clained, that the “Licensee Unique ID is entirely the
product of data generated locally as distinct fromdata
added before delivery of the software to the | ocal
| ocation for use (thereby distinguishing over Chou) or
subsequent |y from a renot e | ocati on (t her eby
di sti ngui shing over G undy).

The fundanmental principles underlying the operation
of the present invention are sinple yet highly effective.
The uni queness of identity by which each copy of the
software to be protected is distinguished fromany ot her
copy is provided by each and only each new user: to
reiterate the systemdoes not require the introduction of
any unique identifiers from any other source, either
before delivery of the software for use by the intending
user or subsequent to delivery thereof.

UNI LOC 0143-44.% These statenents, when considered in context, are
reasonably subject to an interpretation other than the one set

forth by Mcrosoft. M crosoft reads these statenents to

* The prosecution history in this case is attached as Exhibit
B to the Declaration of David Klausner. Because the parties are
famliar with the various docunents that conprise the prosecution
hi story, for ease of reference, the Court will sinply cite the
prosecution history by Bates Nunber, i.e., “UN LOC xx.”

14



differentiate local and renote inputs and to disclaimthe use of
vendor i nformation. In the statenents, however, the applicant
sinply reiterated that the system does not require the use of
vendor -supplied informati on, not that vendor-supplied information
i s banned absolutely. Mreover, the statenents in the prosecution
hi story imediately prior to the cited excerpt could be read to
inply that the references to | ocal and renpte actually refer to the
| ocation of where the |icensee unique IDis generated, and not the
inputs of the licensee unique |ID

In response, the Applicant submts herewith
redrafted clainms, the main clains of which include,
broadly, the following two distinguishing [imtations:

(a) The “Licensee Unique 1D on which the

registration system relies for matching for
verification purposes is generated |ocally,
and

(b) The algorithm used to generate locally the

“Licensee Unique ID is replicated renotely
for the purposes of renote generation of a
separate “Licensee Unique ID for matching
pur poses.

UNI LOC 0143. This reading is bolstered by the fact that the PTO
and t he appl i cant appear to have agreed during the prosecution that
t he use of vendor information was contenplated. At one point, the
PTO st at ed:
There is, however, no indication in Gundy that this
i nformati on cannot be provided to the |ocal user, nor is
there any Iimtation in the clains which would prohibit
vendor information from being part of the authorization
process.

UNI LOC 0135. In response, Uniloc stated:

15



In the Exam ner’ s | ast paragraph relating to G undy,

the Exami ner argues that Gundy does not preclude

provi ding additional information to the | ocal user. The

fact, if true, that Gundy does not teach away from

providing the information does not therefore nean that

Grundy teaches that the information is provided or that

doi ng so woul d be obvi ous.
UNI LOC 0146. This exchange, at a mninmum could be read as a tacit
acknow edgnent by the PTO and the applicant that the clains of the
‘216 Patent allow use of vendor information. Wen taken in the
full context of the prosecution history, as well as the | anguage in
the specification, the statenents cited by Mcrosoft are not so
cl ear and unm stakable as to constitute prosecution disclainer.

3. User and Platform | nformation

Finally, Mcrosoft asserts that the specification and
prosecution history showthat the |icensee unique ID “is based only
on |l ocal information about the user, rather than i nformation about
the user’s conputer [i.e., platform information].” Agai n, the
Court turns to the | anguage of the ‘216 Patent and notes that there
is no language in the clainms thenselves, or anywhere in the
intrinsic evidence for that matter, stating that user information
is always a necessary input in the generation of a |licensee uni que
ID. Nor is there any |anguage in the specification inplying that
platforminformati on may not be used to generate a |icensee uni que
ID. To the contrary, the Court finds |anguage in the claimterns
as well as the rest of the specification indicating that platform

informati on may be used in creating the |icensee unique ID. For

16



i nstance, the ‘216 Patent provides that platforminformation nay be
used to create a serial nunber, which may then be conbined with
user information to create a |icensee unique |ID

After selecting “continue”, the registration routine
begins the first step in the generation of a security key
which will be unique to the current copy of the software
and to certain features of the environment in which it
runs.

As shown in FIG 2b, the first step in the
generation of the security key conprises the generation
of a serial nunber generated fromthe current tine on the
systemand, in this exanple, the last nodify date of the
software and other infornmation from the conputer
envi ronnent .

‘216 Patent, col. 6, Il. 63-67; col. 7, |Il. 1-5 (enphasis added).
Additionally, clainms 13 and 14 provide:

13. The registration system of claim 12, wherein said
security key is generated by a registration nunber
al gorithm

14. The registration system of claim 13, wherein said
regi stration nunber algorithm conbines information
entered by a prospective registered user unique to that
user with a serial nunber generated from information
provi ded by the environment in which the software to be
protected is to run.

ld. at col. 14, |l. 50-56 (enphasis added). The summary of the
invention section of the ‘216 Patent also contenplates use of
platforminformation in generating the security key:

Preferably, the security key is generated by a
regi stration nunber algorithm

Preferably, the registration nunber algorithm
conbi nes information entered by a prospective regi stered
user unique to that user with a serial nunber generated
frominformati on provi ded by the environnent in which the
software to be protected is to run (e.g., system cl ock,
| ast nodify date, user nane).

Id. at col. 4, |l. 4-11 (enphasi s added).

17



The | anguage and structure of the clains also convinces the
Court that Mcrosoft’s proposed construction would violate the
doctrine of claimdifferentiation. Claimdifferentiation “refers
to the presunption that an independent claim should not be
construed as requiring a limtation added by a dependent claim”

Curtiss-Wight Flow Control Corp. v. Velan, Inc., 438 F.3d 1374,

1380 (Fed. Gr. 2006) (citing Nazomi_ Commt’'ns, Inc. v. Arm

Hol di ngs, PLC, 403 F.3d 1364, 1370 (Fed. Cir. 2005)). In the ‘216

Pat ent, independent claim1l says nothing about the |icensee unique
| D being generated fromuser information. Caim1l states in full:

Aregistration systemfor |icensing execution of digital
data in a use node, said digital data executable on a
platform said systemincluding |ocal |icensee unique ID
generating neans and renpte | i censee uni que | D generating
means, said systemfurther including node swtching neans
operable on said platform which permts use of said
digital data in said use node on said platformonly if a
| icensee unique IDfirst generated by said | ocal |icensee
uni que |1 D generating neans has matched a | i censee uni que
| D subsequent |y generated by said renote |icensee uni que
| D generating neans; and wherein said renote |icensee
uni que |1 D generati ng neans conpri ses sof t ware execut ed on
a platformwhich includes the algorithmutilized by said
| ocal |icensee unique |IDgenerating neans to produce said
i censee uni que ID.

‘216 Patent, col. 13, Il. 54-67 - col. 14, |I. 1. Dependent clains
2 and 6, which depend from claim 1, add limtations to the
algorithminputs discussed in claiml. Caim2 provides:
The systemof claim1, wherein said |ocal |icensee
uni que | D generating neans generates said | ocal |icensee
uni que | D by execution of a registration algorithmwhich

conbi nes information in accordance with said algorithm
said information uniquely descriptive of an intending

18



licensee of said digital data to be executed in said use

node.
Id. at col. 14, Il. 2-7. And, claim®6 provides:
The system of claim 5, wherein the information
utilized by said local |icensee unique |D generating
means to produce said licensee unique ID conprises

prospective |icensee details including at |east one of
paynent details, contact details and nane.

Id. at col. 14, 1l. 19-23. Thus, construing the term |icensee
unique ID as Mcrosoft suggests — as requiring that a |icensee
uni que |1 D al ways be generated fromuser information - would sinply
render clains 2 and 6 neani ngl ess (or at best, partially redundant)
and violate the doctrine of claimdifferentiation.

It is true that every enbodinent in the ‘216 Patent
contenplates a |licensee unique ID being generated, at least in
part, fromuser information. But of course, the 216 Patent al so
states that the listed enbodinents are “only some enbodi nents of
the present invention and nodifications, obvious to those skilled
in the art, can be nmade thereto w thout departing fromthe scope
and spirit of the present invention.” 1d. at col. 13, IIl. 49-52.
Mor eover, the general rule is that “persons of ordinary skill in
the art rarely would confine their definitions of terns to the
exact representations depicted in the enbodinents.” Phillips, 415
F.3d at 1323.

Finally, to the extent Mcrosoft relies on the prosecution
history to support its position, the Court finds that the

statenents cited by Mcrosoft are not so clear and unm st akabl e as

19



to constitute prosecution disclainer.® Wile the statenents do
make reference to a licensee unique ID s uniqueness inrelationto
an end user’s identification details, the overarching thene of the
statenents is not that user information is the only input, or even
a necessary input in generating the licensee unique ID. Rather, it

could be said that the inport of these statenments is sinply to

® In addition to citing that portion of the prosecution
hi story previously relied upon in its vendor information argunent,
see UNI LOC 0144, Mcrosoft alsorelies onthe foll ow ng prosecution
hi story statenents:

Applicant respectfully submts that Chou is not
particularly relevant to the clains of the present
appl i cation because Chou covers a version of a hardware
| ock whereby each and every copy of the software to be
protected nust have uni que identity information enbedded
in it at the time of nmanufacture so that it can
communicate with a | ocal hardware | ock. I n Chou, al
comuni cating security devices are |ocal. Ther ef or e,
with particular reference to pending Caim 1, for
exanpl e, Chou does not include “local |icensee unique |ID
generating neans” as well as “renote |license unique ID
generating neans”. Current Claiml is therefore clearly
pat ent abl y di sti ngui shed over Chou.

Furthernore, an underlying “behavioral” feature of
the present invention is that a single conmon al gorithm
is enbedded in all copies of software to be protected.
Hence, the software protected by the present invention
does not need unique identifying nunbers prestored in
each copy of the software. The uniqueness is ultimately
provi ded by the end users of the software in the course
of supplying their own identification details, which
details are subsequently checked by use of a nmatching

algorithm at a renote |ocation. This inportant
behavioral feature of Applicant’s clained invention
(“local licensee unique |ID generating means”) i s nowhere

to be found i n Chou.
UNI LOC 0128.
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di stinguish the prior art by stressing that under the present
invention, the licensee unique ID is generated on the |ocal side
(and then matched at a renote | ocation) wthout, as was necessary
under the prior art, the need for “unique identifying nunbers
prestored in each copy of the software.”

After consideration of the specification, whichis “the single

best guide to the neaning of a disputed term” see Phillips, 415

F.3d at 1315, and upon consideration of the prosecution history,
the Court concludes that Mcrosoft’s suggested |limtations should
not be part of the construction of the termlicensee unique I|D.
Accordingly, these terns shall be construed as follows: A unique

identifier associated with a |licensee.?®

¢ Although it was not relied upon, the Court notes that
Uniloc’s expert, David Klausner, opined that this construction is
what one of ordinary skill in the art would understand the term
Ii censee unique I D to nean.
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c aim Terns’ Uniloc’s M crosoft’s Court’'s
pr oposed pr oposed construction
construction construction

4. Information | nf or mat i on, One- of - a- ki nd | nf or mati on

uni quel y by itself or i nformation that is

descriptive of in t hat uni quel y

an intending conbi nati on, descri bes/ associ at ed

l'i censee that is identifies a with a person
uni quel y person who is who intends to

5. Information associ at ed not presently become a

: whi ch with the a |licensee, li censee SO as

uni quel y i nt ended but who full

identifies an i censee intends in the |0 access tu

i nt ended future to functionality

regi stered user | i cense the of the digital

digital data data

The Court’s previous analysis of the term*“unique” is equally
applicable here, and therefore, Mcrosoft’s *“one-of-a-kind”
| anguage wi Il not be adopted. Thus, the main point of difference
focuses on Mcrosoft’'s reading of the words “intending” and
“intended” to nean that the user does not becone a |licensee until
the user conpletes the registration process. Wthout relying on
intrinsic or extrinsic evidence, Uniloc objects to this theory,
arguing that the termlicensee is distinct from regi stered user
because “the user nmust be licensed by the software vendor to | oad
the software into his or her conmputer in the first place.” Having

agreed to treat these terns synonynously, however, Unil oc now seens

" Pursuant to the June 9, 2006 joint subm ssion, the parties
have agreed that these claim ternms should be construed
synonynousl y.
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to inplicitly agree that a licensee is the sane as a registered
user - i.e., a user who has conpleted the registration process.
Neverthel ess, even if Uniloc intends to press its objection,
the Court notes that upon scrutinizing the claim terns in the
context of clainms 2 and 12, the ordinary neaning of the terns at
i ssue becones readily apparent by applying the w dely accepted
definitions of the adjectives “intended” and “intendi ng” - both of
whi ch describe a person that expects in the future to be a

licensee. See MerriamWbster’s Collegiate Dictionary 607 (10th

ed. 2002) (defining “intended” as “expected to be such in the
future” and defining “intending” as “prospective, aspiring’).
Appl yi ng t hese ordi nary neani ngs, an i ntended/intending |licenseein
clains 2 and 12 clearly refers to a person who has software on his
or her conputer and plans on becom ng a |licensee by registering the
software so as to access the full functionality of the software.
It is logical, therefore, that the user who intends to becone a
|icensee cannot already be a licensee as that termis used in
claims 2 and 12. The remai nder of the specification supports this
readi ng by explaining that prior to registration, a person uses the
software in an unlicensed node. For instance, in the explanation
of use node, the ‘216 Patent unanbi guously states:

In this specification, “use node” refers to use of
the digital data or software by its execution on a

platform so as to fulfill the seller’s/licensor’s
obligations in relation to the sale or license of the
right to execute the digital data or software in the use
node. The use nopde is to be distinguished from what
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m ght generally be ternmed unlicensed nodes of operation
(which is not to say unaut hori zed nodes of operation) as
typified by the denonstration nodes |ater described in
this specification.

See ‘216 Patent, col. 2, Il. 40-49 (enphasis added); see also id.
at fig. 2a (illustrating that a user, after being able to try the
software in a denonstation node, then agrees to a |icensing
agreenent upon registering).

Accordingly, the Court construes these ternms as follows:

Information that is uniquely associated with a person who intends
to becone a licensee so as to access full functionality of the

digital data

24



C ai m Ter ns?® Uniloc’s M crosoft’s Court’s
pr oposed pr oposed construction
construction |construction
6. Local Function: to |[This termis Function: to
l'icensee unique |[create a construed and generate a
| D generating | ocal [or applied in | ocal or
means renot e] accordance wth renot e
l'i censee 35 U S.C 8§ 112, ||icensee
7. Rerote uni que | D 1 6. uni que
| i censee uni que Structure: | DI regi stra-
| D generating sof tware The functi onal tion ke
means (e.q. aspect of this y
al gorith or |termrequires
8. Registration ha?dmaren) t he gengration Structyre. a
key generating (e.g. sumer) |of a licensee sunmat | on
means uni que al gorithm or
|D/registration |& sumrer and
key. equi val ent s
t her eof
The sol e
correspondi ng
structure
di scl osed in the
specification
for perform ng
the function of
this termis a
sunmer .

As an initial matter, all are in agreenment that these claim
terms are neans-plus-function ternms subject to treatnent under 35
us.Cc § 112, 1 6. The real dispute is over the structura

conponent of these terns,® but even here, there is sone commobn

8 These ternms are construed synonynously for the same reasons
that the terms “licensee unique ID,” “security key,” “registration
key,” and “enabling key” were construed synonynously.

® The distinction between wusing the word “create” or
“generate” to describe the function is ultimtely one wthout a
di ff erence. But, to the extent that there is disagreenent, the
Court notes it has adopted “generate” because it is consistent with
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gr ound. For instance, the parties agree that the ‘216 Patent
di scl oses as correspondi ng structure both software, in the formof
an algorithm see ‘216 Patent, col. 11, |Il. 53-56, and hardware, in
the formof a sutmmer. See id. at col. 12, Il. 62-65. The parties
di vi de, however, over the issue of how specific the algorithm
shoul d be for construction purposes. Uniloc w shes to generalize
t he di sclosed algorithmto any algorithm while Mcrosoft trunpets
that the structure should be limted to the algorithmspecifically
di sclosed in the ‘216 Patent.

The issue of whether and when an algorithm constitutes a
corresponding structure has received sone attention from the

Federal Circuit. In WM Ganing, Inc. v. Int'l Gane Tech., the

Federal Circuit held that the district court erred when it
determined that the structure for performng the “neans for
assi gning” nunbers function was “an algorithm executed by a
conputer” rather than the specific “algorithm disclosed in the
specification.” 184 F.3d 1339, 1348-49 (Fed. G r. 1999). Unil oc,
in an apparent attenpt to counter the weight of this authority, has

cited Tehrani v. Hamlton Med., Inc., 331 F.3d 1355, 1362 (Fed.

Cr. 2003), and states that “an algorithmis considered structure

for the purposes of construing a neans plus function claimterm?”

t he | anguage of the claimterns thenselves as well as the rest of
the claim | anguage. See, e.qg., ‘216 Patent, col. 15, Il. 5-7
(“providing registration key generating neans adapted to generate
a registration key”) (enphases added).
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VWhat Uniloc declines to nention, however, is the fact that in
Tehrani, the Federal GCircuit remanded the case to the district
court, stating:
W agree with the parties that the structure
correspondi ng to the processing function is the disclosed
m croprocessor that is programmed to perform the
di scl osed al gorithm. .o
The district court, however, has not determ ned t he
precise algorithmthat is part of the recited structure.
331 F. 3d at 1362. Hence, the significance of the Federal Circuit’s
teachings on this i ssue appears clear — when software is linked to
the disclosed function, the corresponding structure nmust be the
specific algorithm disclosed in the patent, rather than just “an
al gorithm?”

Applying these teachings, and having scrutinized the ‘216
Patent in detail, the Court concludes that the only algorithm
specified in the ‘216 Patent for generating alicensee unique IDis
found in the sixth enbodi ment, which states:

The algorithm in this enbodinent, conbines by
addition the serial nunmber 50 with the software product

name 64 and customer information 65 and previous user

identification 22 to provide registration nunber 66.

‘216 Patent, col. 11, |1. 53-56. Simlarly, the only hardware
conponent disclosed for performng the stated function is a
“summer.” 1d. at col. 12, Il. 62-65.

Uni | oc additionally proposes use of the abbreviation “e.g.” to

convey the statutory requirenent that equival ents of corresponding

structures are within the scope of a neans-plus-function claim
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The only case it has cited to support its position is Intertrust

Techs., Inc. v. Mcrosoft Corp., 275 F. Supp. 2d 1031, 1059 (N.D

Cal. 2003). This is a specious argunent because that court’s use
of the phrase “e.g.” was not in the context of construing a neans-
pl us-function claim Uniloc is correct, however, that according to
t he Patent Act, “[means-plus-function clains] shall be construed to
cover the corresponding structure, material, or acts described in

the specification and equivalents thereof.” 35 U S.C § 112, Y 6

(enphasi s added). In light of this statutory |anguage and
consistent with the Federal Crcuit’s inclusion of the phrase “and
equi val ents thereof” when construi ng neans-plus-function clains,

see, e.q., Texas Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d

1193, 1209 (Fed. Cr. 2002), this Court finds it appropriate to
include the phrase “and equivalents thereof” in the instant
construction (as well as the construction of the other neans-pl us-
function claimterns at issue in this litigation).?®

Accordingly, these terns shall be construed as follows:
Function: to generate a local or renote |icensee unique
| D/ registration key; Structure: a summation al gorithmor a sunmer

and equi val ents thereof.

1 The question of what exactly constitutes an “equival ent
thereof” raises an issue for another day (such as sumary judgnent
or trial), as it involves, at least in part, a question of fact.
See | M5 Tech., Inc. v. Haas Automation, Inc., 206 F.3d 1422, 1430
(Fed. G r. 2000) (equivalence under 8§ 112, Y 6, is a question of
fact).
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Claim Term

Uniloc’s
pr oposed
construction

M crosoft’s
pr oposed
construction

Court’s
construction

9. Algorithm

Any set of

i nstructions
t hat can be
followed to
carry out a
parti cul ar

t ask

An explicitly
encoded set of
conput er

| anguage

i nstructions

t hat
mani pul at e
data of sone
sort

A set of

i nstructions
t hat can be

followed to

carry out a

particul ar

t ask

Uniloc’s construction

Di ctionary.

construction

Al t hough

simlar to

dictionary should be used,

portion of the dictionary s definition.
M crosoft’s Conputer Dictionary,
cl aimconstruction brief,

In the nost general
can be followed to carry out
a recipe in a cookbook could be considered an
an al gorithmcan usually
conput er

exanpl e,

al gorithm
be explicitly encoded

I n conput er

M crosoft
Uniloc' s, it

but relies

sense,

usage,
in a set of

originally

attached as Exhibit Dto Uniloc’s

any set of

now agr ees

The rel evant

a particular

is adopted from Mcrosoft’s Conputer

had proposed

t hat

instead on a different

defines the termal gorithm as:

i nstructi ons that
t ask. For

| anguage

instructions that

mani pul ate data of sone sort.

Ther e

portion of

are many vol unes of published al gorithns covering a w de
range of topics and applications, which are used in
programm ng nmuch as a recipe is used in cooking — as
either a specific solution or a starting point for
experi mentati on.

2 M crosoft’s first proposed construction was: “A sequence of
steps that can be followed to achieve a desired result.”
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Because Uniloc’s proposed construction (in bold) defines what

al gorithm is,

(underlined) which details where an al gorithm may be encoded,

Court adopts Uniloc’s construction:

as opposed

A set of

be followed to carry out a particul ar task

to Mcrosoft’s proposed construction

instructions that can

ClaimTerm Uniloc’s M crosoft’s Court’s
pr oposed pr oposed construction
construction construction
10. Incl udes The renote The identi cal I ncl udes the
the algorithm |licensee al gori t hm nust i denti cal
utilized by uni que I D be used locally al gorithm
sai d | ocal gener ati ng and remotely to |ysed by the
l'i censee means includes |generate the | ocal
uni que 1D the algorithm |licensee unique li censee
generati ng used by the | D/ security uni que 1D
nmeans to | ocal licensee |key/registration :
produce said uni que ID key/ enabl i ng generating
i censee generati ng key, and the means to
uni que I D means and al gori t hm cannot |Produce the
generates a invol ve the use [|l!icensee
| i censee of encryption or |unique ID
uni que I D decryption
t echnol ogy

The parties’

di sagreenents.

on the | ocal

proposed constructions here highlight

side to generate the |icensee unique |ID nust

The first focuses on whether the algorithmutilized

an

t he

two nmain

be the

sanme as the algorithmutilized on the renote side to generate the

licensee unique ID. This initial dispute was, for the nost part,

resol ved at the Markman hearing. There, the parties both confirned

that the algorithmis indeed the same on both sides, but Uniloc

expressed its concern that this should not inply that the code in

which the algorithmis buried is necessarily the sane on both sides
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(Mcrosoft then agreed that the code does not necessarily have to
be the sane on both sides). The Court notes too that treatnent of
the algorithmas identical is fully supported by the specification
and prosecution history. See ‘216 Patent, col. 3, I|l. 3-4
(explaining that the algorithmin the code portion is “duplicated
at arenote location”); id. at col. 7, |IlI. 21-35 (explaining that
the “identical registration nunber algorithm 14 resides on the
registration authority PC); UNILOC 0129 (“the underlying
al gorithnms which process identifying information input into both
the local licensee unique |ID generating neans and the renote
i censee unique I D generating neans are the sane”).

The second di sagreenent surroundi ng these claimterns i s based
upon Mcrosoft’s assertion that, during the patent prosecution
Uni | oc di sclained the use of encryption and decryption technol ogy.
In making this argunent, M crosoft hawks the foll ow ng passages of
the prosecution history in which the applicant was setting forth
various reasons for distinguishing the prior art:

In addition, the G undy systemrequires a nechani sm

for encrypting the registration code for its returntrip

from the second platformto the first platform

Advant ageously, the systemof the clained invention does

not require that an encryption key be passed from the
second platformto the first platform

* * *

By contrast, the invention of the present
application does not require any decryption key to pass
from the second platform (the renote location) to the
first platform (the local |ocation) because the sane
al gorithmis used at both | ocations. This feature is now
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clearly included in all proposed main clains, and, it is
submi tted, patentably di stingui shes the present i nvention
over G undy.

There is not a nere mtter of pr ot ocol

di stingui shing Applicant’s clai ned systemfromthe G undy

system there is a fundanental difference in operation

bet ween the two systens.
UNI LOC 0145-0146. Having reviewed this portion of the prosecution
hi story, the Court does not find these statenents to be so clear
and unm stakable as to constitute prosecution disclainer. Most
importantly, in distinguishing the prior art, the applicant
consi stently expl ained that the present invention does not require
the use of an encryption Kkey. For disclaimer purposes, this
wording is vastly different than the applicant proclaimng that the
present invention does not at all use encryption technol ogy.
Sinply put, the | anguage in these statenents is too vague or broad
to qualify as conplete di savowal

Accordingly, the Court construes this term as follows:

I ncl udes the identical algorithmused by the | ocal |icensee unique

| D generating nmeans to produce the |icensee unique |D
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Claim Term

Uniloc’s
pr oposed
construction

M crosoft’s
pr oposed
construction

Court’s
construction

11. Generated
by a third
party mnmeans of
operation of a
dupl i cate copy
of said

regi stration
key generating
means

Functi on:
generating an
enabl i ng key;
St uct ur e:

software (e.g.

program code)
or hardware
(conput er

| ogi c)

Generating an
enabl i ng key
by a third
party

A duplicate
copy of the
regi stration
key generating
means i s
present on the
renot e side,
and generates
t he enabl i ng
key. The

regi stration
key generating
nmeans cannot

i nvol ve the
use of
encryption or
decryption

t echnol ogy

Cenerated by a
third party’s
use of a
dupl i cate copy
of the

regi stration
key generating
means

This claim term which was designated by Mcrosoft for

construction, presents an apparent conflict as to whether the term

should be construed pursuant to 35 U S.C. 8§ 112, { 6, because

Uniloc originally proposed a construction that in part has a

functional and structural conponent. But whether there is truly a

conflict over neans-plus-function treatnent i s debatable. For one,

despite the volum nous briefing in this case, neither party has set

forth why 35 U S C § 112, T 6, should or should not apply.

| nstead, the focus of the parties’ argunents, in witten briefing

and at the Markman hearing, has only been on two areas of

M crosoft’s proposed construction: use of the phrase “duplicate

copy of” and use of encryption and decryption technology. It could
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be said, therefore, that these two disputes are the ones to be

r esol ved. See Vivid Techs., Inc. v. Am Sci. & Eng'q, Inc., 200

F.3d 795, 803 (Fed. Cr. 1999) (“only those [claim ternms need be
construed that are in controversy, and only to the extent necessary
to resolve the controversy”). Second, while Uniloc originally
provided a construction of this termthat included functional and
structural conponents, its proposed construction al so cont ai ns what
appears to be a construction based upon standard construction
principles - “generating an enabling key by a third party.”

Yet, the Court concludes that to the extent that the scepter
of nmeans-plus-function treatnment has been raised, this termshould
not be construed pursuant to 35 U S. C. § 112, | 6. Wil e the
di sputed clai mtermdoes contain two i nstances of the word “neans,”
the entire clause to be construed, beginning with the word
“generated,” is nmuch broader than one discrete nmeans-plus-function
term Moreover, while the word “nmeans” does appear twice in the
disputed term one instance is in the context of the term
“registration key generating means,” which has already been
construed by this Court as a neans-plus-function term The ot her
instance of the word “nmeans” appears in the phrase “third party
means of operation” (which has not been submtted on its own as a
disputed claimterm. The Court concludes, however, that “third
party means of operation” sinply denotes that the renote | ocation

uses a duplicate copy of the registration key generating neans.
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And despite Uniloc’s initial effort to link the function of
generating an enabling key to the “third party nmeans,” it is clear
from the language of the clains that the registration key
generating neans actually perfornms this function. Thus, the Court
finds that this claimtermis not expressed i n nmeans-pl us-function
form so as to invoke the advantages (and di sadvantages) of 35

Uus.C § 112, 1T 6. See Waterl oo Furniture Conponents, Ltd. v.

Haworth, Inc., 798 F. Supp. 489, 494 (N.D. 1ll. 1992) (holding

“that the use of the word ‘neans’ in a claimadoes not as a matter
of lawrefer to an el enent expressed i n neans-pl us-function fornf).

Turning then to construction of this claim term under the
standard rules of claim construction, the Court notes that the
argunents raised by the parties are the sanme argunents surroundi ng
the disputed claimterns “algorithni and “includes the al gorithm
utilized by said local licensee unique |ID generating nmeans to
produce said licensee wunique ID.” That is, whether the
regi stration key generating nmeans on the renote side is a duplicate
copy of the one on the |ocal side, and second, whether encryption
and decryption technology was disclained during the prosecution
history. As for the word “duplicate,” it is directly fromclaim17
and thus, an appropriate limtation. As to Mcrosoft’s proposed
| anguage prohibiting the wuse of encryption and decryption
technology, it wll not be adopted as the Court’s previous

di scussion of this matter is equally applicable here.

35



Accordingly, this term shall be construed as follows:
CGenerated by a third party’s use of a duplicate copy of the
regi stration key generating neans.

B. Mobdes/ nbde swi t chi hg neans

Claim Term Uniloc’s M crosoft’s proposed Court’s
proposed construction construction
construction

12. Use node Use of the Use of the digital data A node that
digital data or software by its allows full use
or software execution on a platform of the digital
in accordance |so as to fulfill the data or software

with the seller’s/licensor’s in accordance
l'icense obligations in relation with the license
to the sale or license
of the right to execute
the digital data or
software in the use
mode. The use node is
to be distinguished from
what m ght generally be
termed unlicensed nmodes
of operation (which is
not to say unauthorized
modes of operation) as
typified by
denonstrati on modes
13. Fully A nmode A mode/version in which A nmode/ version
enabl ed al | owi ng full functionality of that allows ful
mode/ f ul | unrestricted the software is use of the
version run use in avail abl e digital data or
accordance software in
with the accordance with
l'icense

the license

14. Partly
enabl ed or

A nmode t hat
is nore

A mode in which some
functions are disabled

A mode t hat
al l ows parti al

demonstration restricted for purposes of use of the
mode than a fully demonstrating aspects of digital data or
enabl ed nmode the software to a person | software
who is not presently a
licensee, but who may in
the future choose to
license it
As an initial matter, the Court concludes that the ternms “use
node” and “fully enabled node/full version run” nean the sane
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thing. At the Markman hearing, Mcrosoft readily agreed that these
terms are synonynous. Uniloc, however, was hesitant to agree to
synonynous treatnent on the spot. But inportantly, when pressed by
the Court, Uniloc was once again unable to offer an exanple of a
situation when “fully enabl ed node” woul d nean anyt hi ng ot her than
“use node.” So, although Uniloc has not explicitly agreed that
these terns are synonynous, Uniloc has been unable to make an
argunent, conpelling or otherwi se, that the terns deserve different
treat nent. Moreover, the Court observes that Uniloc’s proposed
constructions for these terns do not vary materially. While Uniloc
has included the word “unrestricted” in its construction of the
term“fully enabled node,” there is nothing to indicate that “use
nmode” is restricted in any way ot her than the scope of the |icense.
| ndeed, Uniloc’s own expert, David Klausner, stated that use node
is an unrestricted node:

One of ordinary skill in the art recogni zes the patent

relates to the use of software or digital data in a

restricted or unrestricted node (use node/ non-use node).

The terns “full y-enabl ed node” and “full version run” are

used simlar to “use node” to nean allow ng unrestricted

use in accordance with the |icense.
Kl ausner Decl. at ¢ 18. Mor eover, the specification discusses
these terns in a simlar context by explaining that they are the
converse of the term “partly enabled or denobnstration node.”
Conpare ‘216 Patent, col. 2, Il. 44-48 (“The use node is to be

di stingui shed fromwhat m ght generally be ternmed unlicensed nodes

of operation (which is not to say unauthori zed nodes of operation)
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as typified by the denonstration nodes |ater described in this
specification”), withid. at col. 15, |l. 1-5 (explaining that the
node swi t chi ng neans switches software between a fully enabl ed node
on the one hand, and a partly enabl ed or denonstrati on node on the
ot her).

Turning then to the parties’ proposed constructions, the main
poi nt of disagreenment is whether the difference between the full
and denonstration nodes i nvolves only functional limtations (such
as limtations on the ability to save or print a docunent), or
whet her the claim terms should be construed broadly enough to
enconpass tenporal limtations as well (such as only being able to
use the software for two days). In support of its argunent that
the denonstration node only involves functions being disabled
M crosoft cites portions of enbodinents 1 and 5. See id. at col.
6, |l. 47-48 (explaining that “a denonstration of the software
(which typically has features such as save and/or print
disabled)”); id. at col. 11, I|l. 14-17 (stating that the “[t]he
regi stration code portion 38 can i nclude a previ ew or denonstration
related to a subset of the balance of the digital data on the CD 54
whi ch can be executed by the platformw thout |icense”). But while
t hese enbodi nents discuss characteristics which a denonstration
node can have, or typically has, the Court declines to read these
exanpl es fromtwo enbodi nents to mandate that in all instances, the

denonstration node only can involve functional limtations. See
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generally Phillips, 415 F.3d at 1323 (the general rule is that
“persons of ordinary skill in the art rarely would confine their
definitions of terns to the exact representations depicted in the
enbodi nents.”). For these reasons, the words “functionality” and
“functions are disabled” wll not be part of the Court’s
construction of these terns.

I nstead, the Court determ nes that the use and fully enabl ed
nmodes are best described as allowing “full use” of software “in
accordance with the license.” This |anguage is consistent with the
specification’s explanation of the term “use node,” see ‘216
Patent, col. 2, |Il. 40-48 (explaining that use node refers to use
of the digital data or software so as to fulfill the licensor’s
obligations), as well as the specification’s general guidance that
once the registration routine is conplete, “full access to the
software is allowed.” 1[1d. at col. 8, |. 28.

Accordingly, the terns “use node” and “fully enabl ed node/ f ul
version run” shall be construed as: A node that allows full use of
the digital data or software in accordance with the |icense.!?

For the sane reasons, because the term “partly enabled or

2 Although Mcrosoft agreed that the terns “use node” and
“fully enabl ed nmode/full version run” should be treated the sane,
it did not specify which of its proposed constructions was
preferable in that event. MNonetheless, to the extent Mcrosoft may
have intended to press its proposed construction of “use node,”
this witer notes that the Court’s construction incorporates the
[imtation expressed therein: that use node neans using the data
in accordance with the obligations inposed by the |license.
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denonstration node” is the flip side of use node/fully enabled
node, it shall be construed as: A node that allows partial use of

the digital data or software.
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Claim Term

Unil oc’s
proposed
construction

M crosoft’s proposed
construction

Court’'s
construction

15. Mode
swi t ching
means

Function: to

permt the data
to run in a use
mode;

Structure:

software (e.g.
program code)
or hardware
(e.qg.
conpar at or)

This termis construed
and applied in accordance
with 35 U S.C. § 112, T 6

Wth regard to the
functi onal aspects of
this term the digita
data can only be used in
the use mode if the

|l ocally generated
licensee unique ID is
generated before the
remotely generated

l'i censee unique ID, and
the two match (claim 1)

Wth regard to the
functi onal aspects of
this term the software
can only be used in the
fully enabled mode if the
|l ocally generated

regi stration key matches
identically with the
remotely generated
enabl i ng key provided by
the mode-swi tching means
by the intending user
(claim 17)

Wth regard to the

functi onal aspects of
this term the digita
data can only be used in
the use mode if the

|l ocally generated
l'icensee unique ID

mat ches the renotely
generated |licensee unique
ID (claims 19 and 20)

The sol e correspondi ng
structure disclosed in
the specification for
perform ng the function
of this termis a
compar at or

Function: to
permt the
digital data or
software to run
in a use
mode/ ful ly
enabl ed node if
the locally
gener at ed

l'i censee uni que
I D/registration
key matches with
the remotely
gener at ed

l'i censee uni que
I D/ enabl i ng key

Structure:
program code
which perfornms a
conmpari son of two
numbers or a
conpar ator and
equi val ents

t her eof

Al are in agreenent that this termis subject to construction

pursuant to 35 U S.C. 8§ 112, 1 6. The parties part paths at the
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functi onal conmponent though, with Unil oc proposing one functional
construction for this term and Mcrosoft setting forth three
separate functional constructions to account for differences in the
| anguage of clainms 1, 17, 19. and 20. Unil oc objects that
Mcrosoft’s is an unw eldy and “gargantuan” construction, while
M crosoft criticizes Uniloc for ignoring nultiple <claim
l[imtations. Specifically, Mcrosoft feels that in construing the
appropriate function of this claim term it is necessary to
enphasi ze the tenporal aspect of when the |local |icensee unique ID
is generated in claiml, and the fact that in claiml1l7 the renotely
generated enabling key is provided to the node swi tching neans by
the intending user. Wile these limtations are in the respective
clainms, the Court concludes that they relate to the generation of
the Iicensee unique ID and the nethod by which the enabling key is
provided to the node switching neans, not the function that the
nmode switching neans is neant to serve. These limtations in
clainms 1 and 17, therefore, are ultimately tangential to the narrow
task of defining the function of the term node sw tching neans,
whi ch the Court concludes is to permt the digital data or software
to run in a use node/fully enabled node if the locally generated
licensee unique IDregistration key matches with the renotely
generated |icensee uni que | D enabling key.

As to the correspondi ng structure, the specification discloses

both hardware, in the formof a conparator, see ‘216 Patent, col
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13, IlI. 37-40 (“[c]onparator 90 together with gates 91, 92 and
relay 93 conprise one particular formof node switcher or switching
pl atform 83 of various kinds of code such as the code of types D
and U), and software, in the formof code. 1d. at col. 6, |I. 12-
14 (“[mode switching nmeans can conprise execution of the code
portion which additionally perforns a conparison of the |ocally and
renmotely generated regi stration nunbers”). And, upon revi ewi ng the
specification, these disclosures only provide for code which
specifically conpares two nunbers to determ ne whether they are the
same. Even so, Uniloc objects to Mcrosoft’s proposal of limting
the structure to a conparator by reiterating the same argunents it
made in connection with the term “local I|icensee unique 1D
generating neans”: that wuse of the abbreviation ®“e.g.” is
appropriate and that the structure should not be limted solely to
a conparator because 35 U S C § 112, T 6, nandates that
equi val ents of corresponding structures are within the scope of a
means- pl us-function claim For the sane reasons already |aid out
by the Court in its construction of “local |icensee unique |ID
generating neans,” however, the Court declines to adopt Uniloc’s
proposed use of the general phrase “program code” as well as the
abbreviation “e.g.” but wll incorporate the phrase *“and
equi val ents thereof” as part of its construction.

Accordingly, this term shall be construed as follows:

Function: to permt the digital data or software to run in a use
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nmode/ fully enabled node if the locally generated |icensee unique
| D'registration key matches with the renotely generated |icensee
uni que I D enabling key; Structure: program code which perforns a

conparison of two nunbers or a conparator and equival ents thereof.

ClaimTerm

Unil oc’ s
proposed
construction

M crosoft’s
pr oposed
construction

Court’s
construction

16. Has
mat ched

Cor r esponds
with or is a
count er part
to

A direct

conpari son

bet ween t he

| ocal ly
gener at ed

| i censee uni que
| D/ registration
key and the
renmotely
gener at ed

| i censee uni que
| D/ enabl i ng key
shows that the
two are the sane

A conpari son
bet ween t he

| ocal |y
gener at ed

| i censee uni que
I D/registration
key and the
renotely
gener at ed

| i censee uni que
| DY enabl i ng key
shows that the
two are the
sane

This term which appears in clainms 1, 17,

the concept that

in a use node/fully enabl ed node,

in order for digital

and 19,

expresses

data or software to be used

the Iicensee unique ID that was

generated | ocally nust have “matched” the |icensee unique |ID that

was generated renotely. Uniloc attacks Mcrosoft’s proposed

construction by invoking the rule of claimdifferentiation to point
out that claim 17 uses the phrase “has matched identically” while
clains 1 and 19 sinply use the phrase “has nmatched.” So the

argunment goes that in claim 17 the match nust be identical (100%
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the sane), while the match in clains 1 and 19 need not be.
Further, Uniloc makes a comon sense argunent by pointing out that
two things can “match,” such as articles of clothing, yet not be
the “sane.”?!3

The doctrine of claimdifferentiation “is not a hard and f ast

rule of construction.” Seachange Int’'l, Inc. v. CGCOR Inc., 413

F.3d 1361, 1369 (Fed. Gr. 2005) (quoting Kraft Foods, Inc. V.

Int’| Trading Co., 203 F.3d 1362, 1368 (Fed. Cir. 2000)). Instead,

application of the doctrine only creates a presunption that may be
overcone “by a contrary construction dictated by the witten
description or prosecution history.” Id. Here, the Court
concl udes that the presunption created by applying the doctrine of
claim differentiation wthers under the glare of the intrinsic
evidence, and further, that the intrinsic evidence supports a
construction that the licensee unique | Ds be the sane for matching
pur poses. For one, the specification contenplates that the locally
and renotely generated | i censee unique IDs will “equal” each other.
See ‘216 Patent, <col. 13, IIl. 4-17. Second, the matching

requi renent reflects that the algorithmand i nputs used to generate

13 Thankfully though, the ‘216 Patent does not relate to
clothing, thus keeping the Court far away from the oftentines
arduous task of deciding whether a particular shirt “nmatches” a
particular pair of pants and tie, not to nention whether a
particular belt or pair of shoes “matches” an ensenble.
Fortunately for this Court, the robe hides a nmultitude of fashion
sins; and this Court’s sense of what “match” neans wll revolve
around the extent of identity, not the degree of good taste.
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the licensee unique IDs on the | ocal and renote sides are the sane.
See, e.g., UNILOC 0129 (“This matching requirenment reflects the
fact that the underlying algorithnms which process identifying
information input into both the | ocal Iicensee unique I D generating
means and the renote |icensee unique ID generating nmeans are the

sane and that both |ID generating neans rely upon the sane

information to generate the |icensee unique ID. ") (enphases added);

‘216 Patent, col. 7, |Il. 8-35. Thus, since the sane al gorithns
rely on the sanme information, the Court is hard-pressed to i magi ne
a scenario (and one has not been suggested by either party) where
it would necessarily followthat the resulting |icensee unique | Ds
are not the sane. Finally, at the Markman hearing, the Court notes
that Uniloc was unable to explain what exactly differentiates
claims 1 and 19 from claim 17 so as to not require identical
matching in clains 1 and 19.
Based upon the foregoing, this termshall be construed as

follows: A conparison between the | ocally generated |icensee uni que
ID/registration key and the renotely generated |icensee unique

| DY enabl i ng key shows that the two are the sane. !

4 The Court declines to add Mcrosoft’s suggested limtation
that the conparison nust be “direct” as the inclusion of this
limtation is sinply not sufficiently supported by the intrinsic
evi dence.
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Claim Term

Uniloc’s
pr oposed
construction

M crosoft’s
pr oposed
construction

Court’s
construction

17. Mode
swi t chi ng
means w | |
permt said
data to run in
sai d use node
i n subsequent
execution only
if said

pl at f orm

uni que I D has
not changed

The node
swi t chi ng
means w | |

al |l ow t he
programto
keep running
as long as the
pl at f orm

uni que I D has
not changed

The node
swi t chi ng
means w | |
permt the
data to run in
t he use node
only if the

pl at f orm
unique IDis
identical to
what it was

t he previous
tinme the
di gi tal
were run

dat a

The node
swi t chi ng
nmeans w ||
permt the
data to run in
t he use node
only if the

pl at f or m
unique IDis
identical to
what it was

t he previous
time the
di gital
were run

dat a

Here, the dispute centers around the phrase “has not changed.

Uniloc takes the position that the phrase should remain as is,

primarily because Uniloc believes that there is a certain | evel of
tolerance built into the node switching nmeans that allows for sone

changes in the conmputer environment. But although Uniloc proposes

keeping the |anguage “has not changed,” it actually reads the

phrase to nmean sonething simlar to “has not changed enough so as
in the use node.” M crosof t

to prevent the data from running

di sagrees with Uniloc’s theory, arguing that the phrase “has not
changed” should be interpreted to nmean that the platformunique ID
t o what

nmust be “identical” it was the previous tine the software

was run.
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In resolving this issue, the Court notes that the summary of
the invention explains as a general matter that the systemof the
‘216 Patent “includes neans for detecting when parts of the
platformon which the digital data has been | oaded has changed in
part or in entirety as conpared with the platform paraneters when
the software or digital data to be protected was for exanple | ast
booted or run or validly registered.” ‘216 Patent, col. 2, |l. 56-
60. Thereafter in the ‘216 Patent, however, neither party has been
able to point to any |anguage which nmakes a distinction between
partial and entire change. The specification, after the sumary of
the invention, sinply refers to “a change” and “no change”:

Wth reference to FIG 3, whenever the protected
application boots, a check is made by the registration
routine to determ ne whether registration details exist
in the key file of the protected application. [If they
do, a conparison is made by the registration routine
between what is stored in the key file and the
envi ronnent to determ ne whet her a change has t aken pl ace
to the environnment as conpared with what is stored in the
key file. 1If no change is detected, then the protected
application is permtted to run normally.

ld. at col. 8, Il. 66-67 - col. 9, |l. 1-7 (enphases added). This
use of the all enconpassing phrase “a change,” coupled with the
unequi vocal |anguage of “no change,” is strong evidence that the

phrase “has not changed” in claim 7 refers to any change
what soever, whether partial or entire. And of course, the fact
that no distinction between partial or entire change is nade in

claim7 (while awareness of the difference is nmade clear in the
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summary of the invention) bol sters a construction that the platform

uni que I D nust be identical.

Accordingly, this termshal

swi tching neans wi ||

the platformunique ID is identica

time the digital

be construed as foll ows: The node

permt the data to run in the use node only if

data were run.

to what it

was the previous

Claim Term

Uniloc’s
pr oposed
construction

M crosoft’s
pr oposed
construction

Court’s
construction

18. Regi stration
system

A system
that all ows
digital data
or software
torun in a
use npde on
a platform
when an
appropriate
i censing
procedure is
f ol | owed

A system t hat
al | ows
digital data
or software
torun in a
use node on a
platformif
and only if
an
appropriate
l'i censi ng
procedure has
been fol | owed

A system t hat
allows digital
data or
software to
run in a use
node on a
platformif
and only if an
appropriate

i censing
procedure has
been fol | oned

This battle pits the word “when”

only if,”

nei t her of

whi ch appear in

the clains

agai nst the phrase “if and

t hensel ves.

M crosoft anply defends its position, however, by pointing out that
t he specification continuously and consistently uses the phrase “if
and only if” to describe the registration system See ‘216 Patent,
Abstract (“Aregistration systemallows digital data or software to

run in a use node on a platformif and only if an appropriate

i censing procedure has been followed”); id. at col. 2, Il. 52-55
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(“[1]n broad terns, the system according to the invention is
desi gned and adapted to allow digital data or software to run in a
use node on a platformif and only if an appropriate licensing
procedure has been followed”); id. at col. 5, IIl. 47-51 ("the
system according to enbodi nents of the invention is designed and
adapted to allow digital data 39 or software to run in a use node
on a platform31 if and only if an appropriate |icensing procedure
has been foll owed”).

Unil oc’ s position, by conparison, is much | ess defensible. As
an initial observation, the Court notes that Uniloc itself used the
phrase “if and only if” to describe the registration systemof the
pat ented technol ogy inits opening claimconstruction brief. AlSso,
while Uniloc points out that only the first enbodi nent uses “if and
only if,” it is unable to show how any ot her enbodi ment, or section
of the specification for that matter, contenpl ates either a reading
contrary to that proposed by Mcrosoft or consistent wwth the use
of the word “when.” Finally, Uniloc’s attenpt to rely on claim
differentiation is unavailing. Wile claim19 states “only if a
licensee unique I1D,” the phrase “only if” in claim 19 is well-
removed from the term “registration systenf and at nost, is
referring specifically to node-sw tching nmeans permtting the use
of data in a use node, not generally to the term “registration

system’”
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Accordi ngly, based upon the consistent use of the phrase “if
and only if” in the specification, coupled with the fact that there
is nothing in the specification to indicate that the patentee
contenpl ated an al ternative descriptionto the broad one explicitly
set forth in the *216 Patent, this term shall be construed as
follows: A systemthat allows digital data or software to run in a
use node on a platformif and only if an appropriate licensing

procedure has been foll owed.

C. User interaction requirenents
ClaimTerm Uniloc’s M crosoft’s Court’s
pr oposed pr oposed construction
construction | construction

19. Provided to Pl ai n A person who is Provi ded to

sai d node- nmeani ng not presently a t he node-

sw t chi ng neans | i censee, but swi t chi ng

by said intending who intends in nmeans by the
license the i ntends to
digital data, becorme a
provi des the .
enabling key to |icensee
t he node-
swi t chi ng neans

20. Communi cat ed Pl ai n The enabl i ng key | Communi cat ed

to said intending | meani ng IS comruni cat ed to the

user to a person per son who
who is not intends to
presently a becone a
| i censee, but | i censee

who intends in
the future to
| i cense the
digital data
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Here again, Uniloc objects to Mcrosoft’s construction by
arguing that the user, even before registering, is already using
t he software pursuant to the |license when he or she initially | oads
the software onto his or her conputer. This Court, however, finds
that the previous construction of claimterm nunbers 4 and 5 and
the acconpanying discussion of “intending” and “intended” are
equally applicable to the instant terns because Caim 17 enpl oys
the term “intending user” to refer to a person on the eve of
conpleting the registration process so as to switch the software
into the fully enabled node. For that reason, the expectation of
the user is not to be just an unlicensed user with only access to
the partly enabl ed node or denonstration node of the software. By
virtue of the fact that he or she is conpleting the registration
process, the user has already | oaded the software onto his or her
conputer and had access to the software in a limted node.
I nstead, the “intending user” in claim17 expects in the future to
conplete the registration process so as to becone a |licensee and
access the fully enabl ed node of the software.

For these reasons, these terns shall be construed as foll ows:
Provi ded to the node-sw tching nmeans by the person who intends to
becone a licensee; and Communicated to the person who intends to

becone a |icensee.
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D. Claim12 and its dependent cl ains

ClaimTerm Uniloc’s M crosoft’s Court’s
pr oposed pr oposed construction
construction construction
21. Checking Verifying that | The renote Verification
by the t he side checks to |by the
registration i nformati on ensure that regi stration
authority that |entered by the |information aut hority that
i nformation user is the unique to the |information
uni que to the i nformation user was uni que to the
user isI uni que to the entered Ey t he user and
correct user user w thout
ent ered Y errors or ms- entergd by the
entry, with user 1s
accurate

respect to how
t he user

i ntended to
enter it

The first dispute here arises due to Mcrosoft’s contention
that the checking nmust be done on the renote side. Because claim
12 sinply states that checking is done by the registration
authority and not at the registration authority, and in the absence
of Mcrosoft offering intrinsic evidence to support its conmonsense
reading, this Court declines to include the limtation that the
checking is necessarily done on the renote side.

The next dispute centers upon that part of Mcrosoft’s
proposed construction focusing on the user’s intent, with Uniloc
arguing “it would place an i npossi bl e burden of proof on Uniloc to
sonmehow prove the intent of the user when entering the unique
information.” The Court, however, finds that Uniloc’s concerns are

not entirely well-founded because the intent of the user in this
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situation is not a nmetaphysical concept, but instead, is discerned
by conparing informati on unique to the user to the information that
was i nput by the user. Nevert hel ess, the Court agrees that a
construction enphasizing the wuser’s intent deviates from the
| anguage of claim 12.

Accordingly, upon reviewing the |anguage of claim 12 and
consi dering the ordinary neaning of the terns at issue, this claim
term shall be construed as follows: Verification by the
registration authority that information unique to the user and

entered by the user is accurate.

5 A general use dictionary provides in part:

correct adj . . . 1. conformng to an approved or
conventional standard 2: conformng to or agreeing with
fact, logic, or known truth 3: conformng to a set figure

<encl osed the ~ return postage> — correctly . . . adv
syn CORRECT, ACCURATE, EXACT, PRECI SE, NI CE, RIGHT
mean conformng to fact, standard or truth.

CORRECT wusu. inplies freedom from fault or error
<correct answers> <socially correct dress>.
ACCURATE inplies fidelity to fact or truth attained
by exercise of care <an accurate description>.
EXACT stresses a very strict agreenent with fact,
standard, or truth <exact neasurenents> .

Merriam Webster’'s Collegiate Dictionary 259-60 (10th ed. 2002).
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ClaimTerm Uniloc’s M crosoft’s Court’s
pr oposed pr oposed construction
construction construction

22. \Wierein Wherein the The registration Wherei n the

sai d registration |[systemand all of |registration
registration |authority its features and |system
systemis al so has a capabilities, attachable to
replicated at |systemthat I ncluding the software to be
t he generates a features of protected is
registration |security key [generating a r epr oduced
authority security key and

exactly at the
regi stration
authority

checki ng that the
i nformation

uni que to the
user is correctly
entered at the
time that the
security key is
gener at ed, nust
be present on
both the | ocal
and the renote

si des.

Generating a
security key
cannot involve

t he use of
encryption or
decryption

t echnol ogy.

Uniloc, wthout citingtointrinsic evidence, seem ngly w shes
to generalize the | anguage of this claimtermsuch that, under its
construction, any registration systemon the renote side would be
adequate so long as it is a registration system capable of
generating a security key. This ignores, however, the fact that
claim 12 unanbi guously states that “said registration system”’

i.e., "“a registration system attachable to software to be

protected,” ‘216 Patent, col. 14, |l. 40-41, “is replicated” at a
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remote | ocation. The verb “replicated” neans: “DUPLI CATE, REPEAT

to undergo replication : produce a replica of itself.”
Merriam Webster’'s Collegiate Dictionary 989 (10th ed. 2002). In
turn, a “replica” is “an exact reproduction . . . a copy exact in
all details.” Id. This claim term therefore, does not

contenplate just any registration system capable of generating a
security key, but instead, envisions a replica of the registration
systemfirst recited in claim12.

Turning to Mcrosoft’s proposed construction, the Court
declines to adopt that portion focusing on the specific functions
performed by the regi stration systemas the intrinsic evidence does
not support a reading that the registration systemfirst recited in
claim 12 necessarily perforns a “checking” function by itself.
Moreover, Mcrosoft’s proposed | anguage prohibiting the use of
encryption and decryption technology will not be adopted as the
Court’s previous discussion of this matter is equally applicable
her e.

Accordingly, this termshall be construed as foll ows: Werein
the registration systemattachable to software to be protected is

reproduced exactly at the registration authority.
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ClaimTerm Uniloc’s M crosoft’s Court’s
pr oposed pr oposed construction
construction construction
23. Seri al A nunber A nunber that A nunber that
nunber generated from [is one of a is one of a
i nformation series series
fromthe
conput er

envi ronnent

This claimterm appears in claim14, which reads in rel evant
part:

wherein said registration nunber algorithm conbines
information entered by a prospective registered user
unique to that user with a serial nunber generated from
information provided by the environnment in which the
software to be protected is run.

216 Patent, col. 14, 11. 52-56. Fromclaim14, therefore, it is

clear that the serial nunber is a nunber generated from conputer

environnment information, which obviously forns the basis of

Uniloc’s proposed construction. M crosoft, however, points out

that Uniloc’s proposal reads the word “serial” out of the claim
termand sinply adds a | ayer of redundancy to the | anguage of claim
14. This Court agrees and finds that the ordinary nmeani ng of the
term“serial nunber” is readily apparent fromits w dely accepted
definition.

Accordingly, this termshall be construed as follows: A nunber

that is one of a series.

57



E. Pl at f orm uni que | D generati ng neans

Claim Term

Uniloc’s
pr oposed
construction

M crosoft’s
pr oposed
construction

Court’s
construction

24. Platform
uni que 1D
generating
nmeans

Function: to
generate a
pl at f or m
uni que I D
Structure:
sof t war e
(e.q.
program
code) or
har dwar e
(conput er

| ogi c)

This termis
construed and
applied in
accordance with
35 US.C § 112,
1 6.

The functi onal
aspect of this
termrequires the
generation of a
one- of - a- ki nd
identifier of a
pl at f or m

There is no
correspondi ng
structure

di sclosed in the
specification for
perform ng the
function of this
term As such
all clains that
include this term
or depend from
such clains are
invalid as
indefinite

Function: to
generate a
pl at f orm

uni que I D

Structure: a
sunmat i on

al gorithmor a
sunmer and
equi val ent s

t her eof

All agree that this termis a neans-plus-function termsubject

to treatnment under 35 U S.C. § 112, § 6, and that the function of

this term is

structure,

Uni |l oc contends that

16 For
declines to

the sane
i ncl ude the

reasons
limtation that

to generate a platform unique

previously discussed,
t he uni queness of

platformID nust be “one-of-a-kind.”
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carrying out this termis function is described in figure 8 of the

216 Patent which is a box labeled 70 that is identified as a

“Platform Unique |I.D. Generator.” In addition, Uniloc points to
various portions of the ‘216 Patent, including col. 5, |Il. 61-67;
col. 10, Il. 48-53; col. 11, IIl. 43-57; col. 12, |l. 62-65, and,

relying onits expert, David Kl ausner, asserts that one of ordinary
skill inthe art woul d appreciate that the sanme software | ogic that
generates a licensee unique ID nay be used to generate a platform
unique ID. Mcrosoft argues, however, that the specification
di scloses no structure corresponding to the recited function
because generic references to software | ogi c and bl ack boxes nerely
i ndicate the function to be performed but not adequate structure to
performit. M crosoft |ikew se argues that Uniloc’'s attenpt to
associate licensee unique |ID generation to platform unique ID
generation is conclusory and not supported by the specification.
To determ ne whet her a di sclosure of structure is sufficient,
the Court should ask “first whether structure is described in the
specification, and, if so, whether one skilled in the art would

identify the structure fromthe description.” Atnel Corp. v. Info.

Storage Devices, Inc., 198 F.3d 1374, 1381 (Fed. Gr. 1999). Wile

it is true that the inventor need not disclose all details of
structures well known 1in the art, “the specification nust

nonet hel ess di scl ose sonme structure.” Default Proof Credit Card

Sys., Inc. v. Hone Depot U S. A, Inc., 412 F.3d 1291, 1302 (Fed.
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Cr. 2005). “IOnce sonme structure in the specification is
identified, even if that structure is a black box, the proper
inquiry then turns to whether the ['216] patent discloses
sufficient structure with which one skilled in the art could use to

performthe function.” |Intel Corp. v. BroadcomCorp., 172 F. Supp.

2d 516, 532 (D. Del. 2001) (citing S3, Inc. v. nVID A Corp., 259

F.3d 1364, 1370-71 (Fed. Cr. 2001)). In this case, the structure
disclosed is software logic, see, e.qg., ‘216 Patent, col. 3, II.
54-55, and the box in figure 8 | abeled as a “platformunique |.D
generator.” The proper inquiry, therefore, is “whether one skilled
in the art would identify the structure from that description”

provided in the specification. Default Proof, 412 F.3d at 1301.

I n answering this question, this Court admttedly is unable to
determne on its own whether one skilled in the art would identify
the structure from this description. To this end, Uniloc has
submtted the declaration of its expert, David Kl ausner, who
expl ains that one skilled in the art would readily understand that
the structure used to generate |licensee unique |IDs could also be
used to generate platformunique IDs. Mcrosoft takes issue with
this declaration, not by submtting its own expert decl aration, but
i nstead by arguing that general software logic is an insufficient
corresponding structure. This is unpersuasive, however, because
the declaration links the structure to the specific summation

algorithm already found to correspond sufficiently to the
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generation of a licensee unique ID. Mreover, to the extent that
M crosoft contends that the testinony of one of ordinary skill in
the art cannot supplant the total absence of structure from the
specification, this Court concludes that this claimterm does not
present a situation where there is a total absence of structure; as
di scussed, the ‘216 Patent discloses as structure software |ogic
and a “platformunique ID generator.”

For these reasons, this term shall be construed as foll ows:
Function: to generate a platformunique ID, Structure: a summation
al gorithmor a sumer and equival ents thereof.

[11. Concl usion

Wth the disputed claimterns construed, the parties shal
conply with the briefing schedule as nodified by the Court on July
24, 2006.

I T 1S SO ORDERED

WlliamE Snith
United States District Judge

Dat e:

61



